THE
NINTH
CIRCUIT'S

OPYRIGHT

CRISIS
OF 2020

by PETER R. AFRASIAB!
and SAMMY AFRASIA B!

here may not have been blockbuster Hol-
lywood movies in the summer of 2020
due to COVID-19, but there were four
blockbuster Hollywood copyright deci-
sions, demonstrating disarray among differ-
ent Ninth Circuir judges on how to adjud icare
claims of substancial similarity in Hollywood
copyright infringement cases and whether
they deserve discovery or, instead, can be
resolved by judges calling che ball ar Rule 12.

Arriving at a Problem in 2020

Since the 1976 Copyright Act's enacrment,
the Ninth Circuit has asked the same basic legal
question for assessing copyright infringa:m:m:
comparing two works'

trary defense summary judgment reversed
and remanded for jury trial); Shaw v Lind
freim, 919 F.2d 1353 (9th Cir. 1990) (whether
television show infringed script required a
juryl; Metcalf v, Baches, 294 F.3d 1069, 1073-
74 (9th Cir. 2002) (whether television's Ciry
of Angelr infringed screenplay sent o juryl;
with Berkic v. Crichton, 761 F.2d 1289, 1294
(9th Cir. 1985) (movie Coma did not infringe
book; defense summary judgment; noting,
“In Hollywood, as in the life of men general-
v, there is only rarely anything new under the
siin.”) (emphasis added); Kowf v Walr Dis-
nmey, 16 F.3d 1042, 1045-46 (9ch Cir. 1994)
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pared to corresponding
elements of the defen-
dant’s work to assess similarities in the objec-
tive derails of the works, Remrmeeser v, Nike,
Ine., 883 E3d 1111, 1118 (9th Cir. 2018).

In the last four decades, the Ninth Cir
cuit in this field of literary works—seripts,
movies, trearments, episodic television, Hol-
lywood works hasically—has issued seven
published opinions employing the substanrial
similariry test. All cases were at the summary
judgment stage; none were dismissed ar the
Rule 12 stage. Three were sent to a jury and
four allowed defense summary judgments.
ﬁamp&n Twentieth r.‘mrm?--an Film fnr‘.b.
. MCA, Inc., 715 E.2d 1327 (9th Cir. 1983)
(Battlestar Galactica infringes Star Wiars; con-

aPPEaII:d
to the Ninth Circuir

with varying rulings,
all however unpublish::d. But a Publisl'n:d
Ninth Circuit no substanrial similarity Rule
12 adjudicarion was a black swan. Indeed, for
many decades, the last time the Ninth Cir-
cuit published a Rule 12 dismissal was in the
closing days of World War 11, comparing rwo
functional two-dimensional maps. Christian-
son v. Wesr Pub. Co., 149 E2d 202 (9ch Cir.
1945). Uncil 2018.

Aiir Jordan Swoops In

In Remtmeesrer, a divided Ninch Circuit
pane confronted a Rule 12 dismissal in the
photography space. 883 F.3d 1111. It involved
a famous photograph taken in 1984 for Life
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Magazine of Michacl Jordan fying through
the air in a near ballet puose L]un]c:iug the ball,
and a similar p]mm that Nike commissioned
of Michael Jordan deing a similar pose. Jd.
at 1114, The claim was dismissed at the Bule
12 stage based upon the districe judge’s visual
comparison. fd. ar 1125.

On appeal, Judges Berzon and Wartford,
on only a visual viewing of the photographs,
held that, “Just as Rentmeester made a
series of creative choices in the selection and
arrangement of the elements in his phoro-
graph, so too Nikes photographer made his
own distinct choices in that regard. Those
choices produced an image that differs from
Rentmeester's photo in more than just minor
details.” Fd. ar 1121, The court found thart,
despite the similarities (the unusual ourdoor
scrring to the photo, the use of only three cle-
ments, the same angle and styling of the pho-
ta), the irnpl{::lm:n:atiﬂn differed. fd. at 1122,

Judge Owens dissented, highlighting the
now-hreaking division abour the judge's
role in calling these questions ar Rule 12:
“[W Je should nor say thar, as a marrer of law,
the Nike photo could never be substancially
similar to the Renrmeetter photo. This is an
inherently facrual question which is often

reserved for the jury, and rarely For a courr to
decide at the motion to dismiss stage™ . ar
1127. Specifically, "in addition to the similar-
ity of both photos capruring Michael Jordan
dmng a gr.llul-j.—n'* pose while |1-:|.|L11r:|5lI a bas-
kethall, both photos are raken from a simi-
lar angle, have a silhouctte aspect of Jordan
against a contrasting solid background, and
contain an outdoor setting with no indicarion
of basketball apart from an isolated hoop and
backboard™ [d. ar 1127-28. Thus, he noted
that identifving differences in a vacuum is
casy, bur similarities must be fully assessed on
a full record. His root complaine, then, was
that the majority “substituted its own judg-
ment—with no factual record development
I'I}" rhf l'lal It i.l.""-—alﬁ L8] 'n\"l:'l}' [h-." Ph“l[l.'l‘\ Are mot
substanrially similar” 74 ar 1128,

Renemeester was a massive milestone in
copyright jurisprudence—the first  prec-
edential case since 19435 o sanction such an
approach—and its division garnered much
attention. Kenstmeester was the proverbial
Pandora’s Box. Now opened, it immediarely
raised the question of Rule 12 dismissals of
literary works, and this has quickly divided
the district courts and several separare Ninth
Circuit panels

From Nike to Hollywood

The first literary works Rule 12 dismissal
that the Ninth Circuit adjudicared post-
Rentmeester was Asror-Whire v. Strong, 733
F. Ap[fx 407 (9ch Cir, 2018) (Astor-Whize 1.
There, the issue involved plaintiff’s trearment
For television called King Selomon and defen-
dants’” Empire. At the Rule 12 stage, the court
tound the themes and characters woo different
or undeveloped, and dismissed. Astor-Wihite
v Srrong, 2006 WL 1254221 (C.D. Cal. Mar.
28, 2016).

On appeal, the court reversed in an unpub-
lished ruling bur did not answer the Rule
12-56 question. Remarkably, though, despite
addressing thar question as the central one ar
le.l.l. i'|rg|.:ln'|l."”r| rh.._ [hrl"l_"‘-}ll‘lgf E'l.tl'l.l."l wrole
three different opinions. The majority held
thar plaintiff should be allowed to re-plead
a case identifying similarities in more detail
and noting that the existence of a now-full
television series should nor allow the obvi-
ously significant number of differences thar
had emerged o control the similarity inquiry.
733 F. App'x ar 408 ("Even if a copied portion
[of a work] be relatively small in proporcion
to the entire work, if qualitatively important,
the finder of fact may propedy find substan-
tial similaricy.”).

Judge Wardlaw concurred and wrote on the
intersection of race and copyright and the vac-
uum in which trial courts can operate if they
l!{"‘."“.l.‘." tl:'ll.‘hd.‘ CAsSCs TOEd S04 Jl]ligﬂ 1"}:"‘-5 r‘.l.].l.'r\'
began by noting thar “[n]or many laypersons,
much less judges, are trained in the process of
1!¢\'¢|n]1ing a short treatment intoe a E.l.ll.l}" devel-
oped television show. What the district court
did here illustrates that comparing a treat-
ment to a completed work requires specialized
knowledge of how trearments are developed
into completed relevision shows." fd. ar 409,

As w the race dimension, Judge Ward law
expressly noted the revolurionary nature of
Astor-White’s rrearment ar the rime it was
wrirren:

While diversity in television still has
a long way to go, a lot has changed
on primetime television in the elev-
en :r".';il.'h‘ Hi.[]l.".' f‘\.}tl]r—"n“':'rllil{.' wrote Ll:ll_'
trcatment for King Selomen. In the
decades prior, black families were
mostly represented, if at all, on si-
coms, Only six years ago, in 2012,
did Kerry Washingron debur as
Olivia Pope in Scandal on the ABC
network as the first black female lead
in almost forty years. The rise of TV
shows fearuring complex, black lead
characters is recent, and Astor-White
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created King Solomeon on the revolu-
vion's precipice. Both King Selomon
and Fm'].ﬁ:rr are about a black record
business mogul with complex fam-
LI}' :|}'r'|..1 I ii,'.‘i :1I'|I1 'l'l'i'll'l I..,'I!]T!Il'!ll;"[l;'\
L4 |.|.]|. d f:i'r';!l. n'_'\'_'urij \'.'{:l[]'I.FK! n}-‘ l::l‘.-'.'rl.v:.'lj
by a whie man involved in orga-
nized crime, Fwﬁrurr' prem iered in
2015 and is credited “as one of the
clear and first runaway hits for rep-
resentation of black people” and
“represent[s] a dynamic, that for the
most part, has not been seen.”
fd. Judge Nguyen dissented, concluding a
Rule 12 dismissal was appropriate. Jdf. ar 410,
Thus, Aster-White I with its cheee different
opinions stood ar the precipice of what was
H.I}(J'Ll.‘l (] |.:|L"L'|.:|][]C | ]Li[:ld.h-]i.d.l_' I:JJ. H‘.?]l.:r'“'l:ll:llj

Rule 12 cases.

The Blockbuster Summer of 2020
Four Hollywood literary works cases all

came down within weeks in the summer of

2020, providing at least a lawyer's vemsion
of a blockbuster movie experience in the
midst of the national cinema shurdown, All
involved Rule 12 dismissals. All involved
panels discussing the Rule 12-56 issue and
whar precedential rule should exist. All were
unpublished. And all were divided.

The first is Zindel 0. Fox Searchlight Pic-
ewres, fnc., 815 F. App'x 158 (9th Cir. 2020),
decided in June. There, the heirs to the author
of the play Let Me Hear You Whisper (Play)
sucd Fox over the film The Shape of Wiarer
(Film)., The L'|:a:|1|.]'.u].|ir:r ;1l]rgn1 that the I'].l}'
and Film both tell a similar story sequence
of a lonely cleaning woman working ar a
laboratory thar performs animal experiments

for military purposes during the height of

the Cold War. The complaint lists sixty-one
points of alleged similaricy. The case was
dismissed at the Rule 12 stage. Zindel v, Fox
Searchliphr Pictures, Ine., 2018 WL 3601842
(C.D. Cal. July 23, 2018).

On a}:}:n:.'u]. at oral argument, _]Lulgc Ward-
law (reprising her role) discussed the propricty
of a illdi_-'.'-" r11:i]cir1g a “substantial similaricy”
decision at Rule 12, "It's only recently thar we
have this situation with district court judges
sitting in their chambers with no expertise or
knowledge of the Alm industry whatsoever
deciding things on a 12(b)6) motion.” As
Judge Wardlaw acknowledged there must be
some frivolous cases that can be dismissed at
the Rule 12 stage, she noted the Rule 12 dis-
missals are, “troubling me but | don't know
what rule is the right rule to have . . . [ do
not want to encourage district court judges to

QUINN &
DWOR AKOWSKI

FAMILY

LAW ATTORNEYS

The firm of Quinn & Dworakowski is proud to
announce the addition of two attorneys to the team.

s * L
DANIELLE STRUWE

JACKIE UBERIN

Quinn & Dworakowski LLP is ranked by U.S. News & World Report
Best Lawyers - Best Law Firms (2021 Edition)

Best Lawvyers

BEST
LAW FIRMS

) _USNSWS |
2021

orangecountyfamilylaw.com

049.660.1400

Irvine, CA

do this. . .." Oral Argument of Judge Ward-
law at 12-14:00, Zindel v. Fox Searchiight Pie-
tures, Ine., 815 E .-*'mpp‘x 158 (9ch Cir. 2020)
(No. 18-56087), hops:/fwww.yourube.com/
warchiv=rogsTxhvwOA,

The Panel reversed: “Though both works
propery were presented o the districr courr,
additional evidence, including expert tes-
timony, would aid in the objective literary
analysis needed o determine the exvent and
qualitative importance of the similarities thar
Zindel identified in the works' expressive
elements, particularly the plausibly alleged

shared plot sequence.” Zindel, 815 F. App'x
at 160, The court also suggested that experts
\Y(Juld. I?L' ]lL'L‘jL'd. Lo d.‘.'t!_'fl]'lif“.' "f\-']l.l't]'ll_'l' 1.]“.'
alleged similaritics were composed of unpro-
tectable litcrary tropes or scénes & faire, [d,
.‘I@'ﬁ'r.-f v Walt D:'.w::r Ce., 821 F. .-"Lp]f:r..
727 (9th Cir. 2020), arrived the following
month, and there plaintiffs claimed rhar Dis-
ney's Pirates of the Caribbean flm franchise
infringed their screenplay for 3 movie based
on Disneyland’s Pirates of the Caribbean ride
where each invelved supernaturally cursed
pirates, flying pirate ships, a lead pirate who is

WWw.ocoarorg
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funny with a “heart of gold” and not feared,
an antagonist in a black outht with a goatee
and rwisting mustache, and adventures thar
arc set to a ten-year plot device. The districe
court dismissed. Alfred v Wialt Disney Co., 388
F. Supp. 3d 1174, 1183-83 (C.D. Cal 2019).

As in Zinded, this Manel held thar iv was
too carly to determine whether the so-called
“unprotected  generic  pirate-movie cropes”
were unprotectable. Questions of substanrial
similarity would be assisted by “additional
evidence” and “expert testimony” B21 F
App's ar 729,

The nexr rwo cases went the other way
and affirmed a Bule 12 dismissal. The firse,
Masterson v. Walt Disney Co., 821 F. App'x
779 (9th Cir. 2020}, involved a plaintiff who
claimed fuside Our infringed her copyrights

in a poerry book and a movie script, both of

which, like defendants’ film, featured depic-
tions of childhood emotions. The district
court compared the works and dismissed.
Masterson v, Walt Disney Co., 2019 WL
2RTORTT (C.D. Cal. May 8, 2019).

The Panel affirmed, h-.:llljin!.: thar the lower

court could instead rely on its “judicial expe-

riecnce and common sense.” 821 F. App'x at
781. This is a -.lgniﬁmn[ statement du.-r:lnlngl
the now-gmerging faule line.

As Hollywood movies require sequels, so
do some cases, which brings us back o Aster-
White. In Astor-White v. Strong, 817 F. App'x
502 (9th Cir., 2020) (Astar-Whire II), decided
in August, the plaintiffon remand from Astor-
Whire I filed an amended complaint and the
diserict court again dismissed it at Rule 12,
On appeal again, now the case went o a new
panel. And this time the court afirmed the
dismissal, holding that the works did not
share similarities in protecrable expression,
as opposed ro unprotectable “ideas and con-
ceprs, marterial in the public domain, and
scenes 3 faire,” B17 F, .-"Lpp‘x at 504,

_fudgc Ward law's uri.;.:i::la] race-oriented
concurrence, painting the backdrop ro whar is
stock or scénes A faire in this conrext was nei-
ther cited nor mentioned by the second Panel.

Thus, the Ninth Circuir has issued mul-
tiple different decisions, some allowing a case
to advance past Rule 12, some denying, and
one arguably both allowing and denying Rule
12 as the decisional point in the very same
case (Astor-White [and IT). Yet in none of the
cases, despite grappling and debating with the
clear problem, has the court issued a published

decision that Em.nidn a clear rule of law.

The Hollywood Fault Line
_T'l.l.h'. ii.'!'.' Hi:ll]T:l‘."h wrote:

It would be a dangerous undertaking

for persons trained only to the law o

constitute themselves final judges of

the worth of picrorial illustrations,

outside of the narrowest and most

obvious limits. At one extreme,

some works of genius would be sure

to miss appreciation . . . At the other

end, copyright would be denied to

pictuees which appealed o a public

less educated than the judge.
Bleistein v, Donaldson frc.lljrrgr.-:eml.'.lug Lo, 188
LS. 239, 251 (1903).

This faulr line is whether, on the one hand,

A COUurg Can hi]'l:l]'!lll:r' i.'.l.“ rhf .l'!li'l” 'l."r']fhi!'l Ins
realm of common sense and experience as a
judge and consumer of licerary works {mov-
ies, photos, or books), or, on the other, wheth-
er a court is exercising oo much hubris and
too litcle respect for the complexity of the art
form by making determinations on plead-
ings. For example, in Zindel Judge Ward-
law raised concerns abour whether a judge
in chambers has the depth of experience o
make the -_'urnph.'x determinations, Jmting

“lilt’s only recenty that we have chis situa-

i
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tion with discrict court judges sitting in their
{]1:]|11 |'IL'|'i '.'n'i'lh no l;,""{]?l:_'r[i'ﬁl;,' 0or kl'll.'l\.'."‘ll._‘d El(_" :'rr.
the Alm industry whatsoever deciding things
ona 12{b}(6) motion.” But in Masterson a dif-
ferent pa nel of Ninth Circuit J||,1|]gr-c held the
opposite, Anding that the court’s “judicial
experience and common sense” can justify
those Rule 12 conclusions, These two view-
points define the Hollywood Fault Line.

We submir thar the Ninth Circuir should
hold the procedural line thar existed for the
last seventy-five years: Rule 12 is a black swan
event for these types of cases, so the general
rule should be that no case is appropriate at
Rule 12 barring truly exceptional circum-
stances. None of this year's four cases would
meet that standard. The reason Rule 12 is not
H.l.:l‘l.'l]'{?FJl'i.iilL' E-I.:l]' [ |:]l_"‘:-(.' 1.:"']"(.'31 l:li.LH.hCh FJ i.\'. l{h LIFJ [&1a’
.]L'Iljgl_' [..}'l\'{.'ll.lh Rﬂ'.’!”:lld’f.'lrl ¥ Iji.hhl_'[]l H.]I.d. _[L'Id.:,{!_'
Ward

too complex for a judge to just decide ar Rule

aw's comments in Zirdel the mareer is

12, as if they are Auent in the underying art
form and capable of deciding whar is original
expression, whar is stock, whar is a general ele-
ment from the backdrop of the literary ficld,
all when comparing creative works across dif-
ferent media (e, scriptioy; screenplay:movie),
The Wardlaw-Owens approach tangents the
Bleistein foundational precepr of copyright
Iii'n\" all.'\l:l. EEPF i |'.I.‘1r'|'h Loy []1!." il.]l.‘-l [I‘Ll'l COLTes
should carefully avoid deciding whar is cre-
ative: what isart and whar is not

Indeed, patents, similar to copyrights,
“promote the progress of science and useful
arts.” U.S, Const.ar [, § 8, cl. 8. We rake the
perspective of a hypothetical “person having
ordinary skill in the art” ("PHOSITA”) when
determining whether an invention is parent-
worthy. 35 U.5.C § 103. The term PHOSITA
says it all. W hat may be obvious to one skilled
in the art may not be obvious to one skilled in
the law. An admonition to consider substan-
tial similarity from the pemspective of a legal
bction with knowledge, rraining, and experi-
ence ir'l []1!.' I:Ir'||.‘|-:‘r|:|'LI1E arcg, r.-'l':]'ll."r [l'l.l]'l mene
reliance on judicial experience and common
scnse, could help ensure creative fidelity and
\.li:"g"ll .i.ri! iig;l]r]ﬁ'l |'I'||['|g|.i ng |.'|:|E1}"rig|'|l: CASES,

In photography, for example, we are all now
creators with our smart phones. So, it would
be easy to conclude that we can make aristic
determinarions about what is protectible and
whar is standard o a phow by virtue of our
lay Huency in using the technology. Bur, as
Judge Owens noted in Rentmeester in dissent,
the courr, by deciding the marrer ar Rule 12,
essentially substitured its judgment on cre-
ativity for thae of the plaineiff-ardise. That

proves the very point: the are form is complex
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and just because we are all cerrainly consum-
= 8.1 -l:'ll.] LL5CTS L]III_'..l['ll!'.'r.l:! .l:'ll.] 'I?]“H.Hl‘- dl.:l!'.'\ no
mean we can .:"]1;3“."]_"-' jl]}'. []1..3]\1‘ IjL'tL'rl['li.['l:l.-
tions at Rule 12 abour which aspects of pho-
tography are swck and which are expression
worthy of protection. People earn advanced
degrees in photography and camera rech-
nigues for a reason—ir is a complex, nuanced
artform and not something thar can so read-
ily be defined by non-experts in the catego-
rization of what is generic, stock, or scénes &
faire to photography.

And this complexity muoldplies in  all
dimensions for complex literary works that
dre maorc 'C(Jr:l';.'l_'l.'llL'.al. i[:l nature d.]'l.lj tl:];ll .il.h(.l‘
involve medium shifts from the plaintiff's lic-
erary work (say a 5 ri]n] to defendants” .L“r__unl
infringing work (say a movie or episodic
TV), and so are not even limited o visual
comparisons of two-dimensional works and
involve necessary differences that exist due w

the new medium. How, in reality, is a judge,

by virtue of being a presumed consumer of

television, movies, and literary works, able o
know at Rule 12 thar parricular mareer is pare
of the general trope or stock to the space or
not? If, as Masterson said it can be based on

commeon sense and a judge'’s experience, then

every casc is the subject of any judge’s ran-
dom consumption of the material of society.
Allowing discovery and experts respects the
Bleirrein line and insures we hew closely to the
idea that it is indeed “a dangerous undertak-
ing for persons trained only o the law to con-
stitute themselves final judges of the worth of
pictorial illustrations, outside of the narrow-
est and most obvious limirs.” 188 1.5, ar 251.
Those narrowest and most obvious limits are
seen in the Christensen case from the 19405, a
two-dimensional map and functonal report-
ing system thar necessarily stands ar the thin-
nest edge of copyright law; but the diverging
views of jurists in the existing Rule 12 Holly-
wood cases, especially even six judges coming
LL¥] \liﬂ:"‘:’l"nr COng ||.:I\il.lr3|'\ ACTOES r|5¢ SAmec Casc
(Astor-White), only reinforces the point that
the jurists dismissing cases at the pleading
stage are no longer playing in the “narrowest
and most obwious” sandbox. |
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